a mE 


ie FENTON uy eee "iia Fasoirt e 


x 


See a INC. *) SHARP.& DOHME,. INC 
IN RE. PASIN BROTHERS, ING. ; 


are bai arcent July and eae at 1 187 Coley St, Burin, Ve. 
| AO us ae De 
ae a ($22 Fitth Avenue, | New York, N. YX 
| » Subsoriptton, an @ aetna eaples, ng 












in oo ole seat et sae 8 D 
perform the following services for. Me, pertere: ae age onart 


During its sixty-five years’ of ecient os 
hensive records, files and a general library of i 


res ee — —— — thers satures and 
‘ ’ eA a ge 


In addition to the: 


THE TRADE-MARK REPORTER 


Combined with the Bulletin of the United States Trade-Mark Association 


MARCH, 1945 


Eee PERRO U PORE eRe Dh. ERA Illes os ces ccccsevievsdsereedsewenwns 23 


TABLE OF CONTENTS 


Part I 


PAGE 


TRADE-MARKS: MONOPOLY OR COMPETITION ?—by Leslie David- 
son Taggart 


TRADE SLOGANS 


Copyright, 1945 
by 


The United States Trade-Mark Association 


Entered as second-class matter March 20, 1917, at the Post Office at Burlington, Vermont, 
under the act of March 3, 1879 








EDITORIAL BOARD 


ArTHUR R. WENDELL, Chairman 
Ws. G. Werner, Vice Chairman 
STEPHEN P. Lapas, Editor-in-Chief 





Contributing Editors 


James L. Brown SYLvesTer J. Lippy 

Isaac W. DiccEs Huco Mock 

KarL FENNING CHESTERFIELD S. OPPENHEIM 

Joun F. X. Finn Joun C. PEMBERTON 

Davip E. GRANT Epwarp S. Rocers 
Mitton HANDLER Epmunp Dit Scortt1 
A. E. JoHNsTON Harry SHULMAN 

Herpert LANGNER Stewart L. WHITMAN 

Exits W. LEAVENWORTH JoHN WoLFF 


Sercet S. ZLINKOFF 





Foreign Collaborators 


Apams & ApaAMs, Pretoria, South Africa 
THEO. AKERMAN, Bucharest, Roumania 
Norwoop F. Attman, Shanghai, China 

Boret & TERRERO, Caracas, Venezuela 

Henry CALDERA-PALLAIS, Managua, Nicaragua 
Yves D. Destoucues, Port-au-Prince, Haiti 
Rosert R. Hitt, Mexico City, Mexico 
Epmunp Hunt & Company, Glasgow, Scotland 
Sir Ws. S. Jarratt, London, England 

Ceci, C. Kent, Winnipeg, Canada 

Dr. V. Kisovec, Belgrade, Jugoslavia 

Dr. Jaques Le Fort, Geneva, Switzerland 
Epwin Macri-OverEND, Cairo, Egypt 
Os.icapo & Co., Buenos Aires, Argentina 
Paso J. Ortva, Havana, Cuba 

E. Patrinos, Athens, Greece 

Atrrep V. Puyo, Peru 

Jost Joaguin Perez, Bogota, Colombia 
Remrry & Son, Calcutta, India 

FEDERICO VILLASECA & Co., Santiago, Chile 
Dr. MARTIN WASSERMAN, Buenos Aires, Argentina 





IN MEMORIAM — LEON E. DANIELS 
Marcu 15, 1945 


By Arthur R. Wendell 
President, The United States Trade-Mark Association 


Leon E. Daniels was intimately associated with our organization, particularly 
with its publications, for over twenty-five years. Those of us who have worked with 
him closely during this long period will find it hard to realize that we shall have to 
carry on the activity of the Association without the benefit of his vast experience in 
domestic and international trade-mark problems and particularly without the pleasure 
of his unselfish and unfailing personal cooperation. 

Leon E. Daniels was born seventy years ago in Elmore, Vt. He was a grad- 
uate of the University of Vermont and subsequently attended Harvard University 
where he majored in languages. He taught Spanish and German at Stevens Institute 
of Technology in Hoboken, N. J., for seventeen years. He was still engaged in 
teaching when his outstanding knowledge of foreign languages came to the attention 
of the late Arthur W. Barber, who was then Secretary of the Association and 
Editor of its two publications. Mr. Barber was quick to realize that the Associa- 
tion was in need of a language expert who would assist not only in the editing and 
preparation of its publication but also in the examination of trade-mark gazettes 
from all parts of the world. Since the Association had undertaken to keep its mem- 
bers advised of any application and registrations of trade-marks in foreign countries, 
which might infringe upon their rights, an expert was needed who could detect 
infringing devices hidden under foreign language symbols and words. Leon E. Daniels 
was a natural choice for this task. He read and spoke at least six foreign languages, 
translated French, German, Spanish, Italian and Portuguese texts, manuscripts and 
decisions fluently, and edited such materials for use in the Association’s publica- 
tions. For over two decades there was hardly an issue of the Bulletin of the Asso- 
ciation which did not contain important contributions from his pen. Although not 
a lawyer by profession, he acquired over the years a profound background of all 
aspects of trade-mark protection, here and abroad. It seemed almost a matter of 
course that in 1931, after the untimely death of Arthur W. Barber, the Board of 
Directors appointed him Secretary of the Association. This office he held for over 
ten years until 1940 when first signs of failing health made it necessary for him to 
restrict the major part of his activities to editorial work on the Trade-Mark Reporter. 
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Outstanding among his numerous contributions to the Trade-Mark Reporter during 
the last five years is a historical essay on the growth of the Association which was 
published as a separate pamphlet in 1943. Nowhere is his enthusiasm for the 
work and growth of the Association more strikingly revealed than in that essay. 
With genuine pride he there recited that as early as 1893 the Association was 
awarded a medal “for its valuable and instructive collection” of Trade-Mark litera- 
ture and that in 1900 the Association received the Grand Prix at the Paris Exposi- 
tion. His unshakable belief in the future of the Association was reflected in the 
concluding sentence of this historical sketch when he said: 


The major achievements of the Association outlined were made possible only by the 
loyal support and cooperation of its members, some of whom have been with us for half 
a century. With their continued support, it looks forward to the postwar world in the 
confident hope and expectation of serving the trade-mark interests of American manu- 
facturers in the same thorough manner as in the past. 


At the present time we stand not only on the verge of new domestic trade-mark 
legislation, but also at the beginning of an era of complete economic and political re- 
orientation of the entire world. In the difficult days which lie ahead the Association 
will miss more than ever the cooperation of one of its oldest and most devoted 
friends. The growth and success of the Association was Leon E. Daniels’ life work. 
His name will forever remain associated with the annals of the Association and his 


memory cherished by all those who were fortunate enough to enjoy close personal 
contact with him. 


Leon E. Daniels had innumerable friends outside the field of his professional 
work as well. He gained reputation as a poet after publishing his poems in a 
volume entitled “June Harvest.” At the time of his death he was President of the 
Belles Lettres Society of the Staten Island Institute of Arts and Sciences. Perhaps 
his greatest pride and joy was his garden in the heart of Staten Island which won 
prizes for him and Mrs. Daniels at almost every annual horticultural exhibition on 
the island. Although cosmopolitan in his professional perspective, he always con- 
sidered the Green Mountains of his native state, Vermont, as his real home and has 
chosen them as his last resting place. 





TRADE-MARKS: MONOPOLY OR COMPETITION? 25 





PART I 


TRADE-MARKS: MONOPOLY OR COMPETITION ?* 
Leslie Davidson Taggart} 


Three articles have appeared in the Georgetown Law Journal in which the thesis 
is asserted that trade-marks are monopolies in restraint of trade under the Anti- 
Trust Acts.’ Their publication seems to have been caused in part by the proposed 
revision of the United States Trade-Mark Statutes, which was started by a bill 
originally introduced into the House on January 19, 1938.2 The thesis of this 
present article is that a trade-mark in fact distinguishes one man’s product from the 


products of his competitors, with the result that the consumer can make a choice 
among then. 


The basis of Mr. Borchard’s argument is that trade-marks have monopolistic 
features which have never been examined from the standpoint of the public interest. 
This basic question is “of great importance from the point of view of the public in- 
terest” but outside the “purpose of the present article.’”* The development from this 
basis is that the various “legal privileges” appurtenant to trade-marks may pro- 
vide trade-mark owners desirous of violating the Anti-Trust Laws with a sure 
shield to defeat attacks by the Anti-Trust Division. Therefore, “no trade-mark 
legislation should be enacted unless first the impact of such legislation on the public 


interest is thoroughly explored in all of its aspects and some machinery is provided 
for the protection of that interest.’* 


Mr. Diggins’ article (and Mr. Hall’s note where it covers matters within the 
scope of this present article) is an attack on cartels. He assumes that a trade-mark 


* Reprinted by permission from the March, 1944, issue of Michigan Law Review. 

+ A.B., LL.B., Columbia University ; Member of the N. Y. Bar.—Ed. 

1. Kurt Borchard, “Are Trade-Marks an Anti-Trust Problem?” 31 Georgetown L. J., 245 
(1943) ; also published in 33 T.-M. Rep., Pt. 1, p. 49 (1943); Bartholomew Diggins, “Trade- 
Marks and Restraints of Trade,” 32 Georgetown L. J., 113 (1944) ; also published in 34 T.-M. 
Rep., Pt. 1, p. 71 (1944) ; James Fay Hall, Jr., “Possible Monopoly Implications in the Trade- 
Mark Bill, 32 Georgetown L. J., 171 (1944). 

2. This bill was H.R. 9041, 75th Cong. House hearings were held on March 15-18, 1938 by the 
Committee on Patents, Subcommittee on Trade-Marks. H.R. 4744 was introduced in the next 
Congress, and House hearings were held on March 28-30, 1939 by the same committee. After 
a revision, a new bill, H. R. 6618, 76th Cong., was introduced on June 1, 1939, with House hear- 
ings on June 22, 1939 by the Committee on Patents. This bill passed the House on July 17, 
1939 and, with amendments, passed the Senate on June 22, 1940. Upon a motion in the Senate 
to reconsider, it was returned to the calendar and expired with the Congress. H.R. 102, H.R. 
5416 and S. 895, 77th Cong., passed the Senate on September 17, 1941. House hearings were 
held November 4, 12-14, 1941 by the Committee on Patents, Subcommittee on Trade-Marks. 
This bill passed the House with amendments on September 24, 1942 and was returned to the 
Senate. Senate hearings were had on December 11, 1942 and the bill expired with the Congress. 
The present bill, H.R. 82, 78th Cong., was introduced on January 6, 1943, and House hearings 
were had on April 7-8, 1943 by the Committee on Patents. It passed the House on June 28, 
1943 and was referred to the Senate; Senate hearings were had before a subcommittee of the 
Committee on Patents on November 15-16, 1944. The bill now pending is H.R. 1654, dated 
January 22, 1945. 

3. Borchard, “Are Trade-Marks an Anti-Trust Problem?” 31 Georgetown L. J., 245 at 246 
(1943). 
4. Id. at 261. 
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gives a monopoly in a product. He states that a trade-mark exists only where it 
is used and two or more businesses may use the same trade-mark on the same 
product in different territories. As general statements, both assumptions set forth 
in this sentence are correct. Because of trade-mark “monopoly,” it is assumed 
that a cartel is able through use or abuse of trade-marks to divide the world among 
its members. 

In exploring trade-marks and the machinery to protect their owners and the 
public, the writers of these articles fail to show what the “legal privileges flowing 
from the ownership of trade-marks” are or how trade-marks and their “legal 
privileges” affect the public. To remedy this omission, this present article will not 
take the cue of modesty from its predecessors, but will discuss, albeit briefly, the 
nature of trade-marks, their “monopolistic aspects,” their “legal privileges,” the in- 
terest of the public, and machinery for the protection of the public. From the very 
nature of a trade-mark and its protection, these aspects are so intertwined as to make 
separate discussions of them meaningless. 


The Function and Legal Privilege of a Trade-Mark 


One of the purposes of our legal system is to protect private property. The 
attack on trade-marks by calling them monopolies is an attack on property in 
general, because all property is essentially monopolistic. To call a thing a monopoly 
is merely to apply an ugly word to it. Property connotes exclusion. The owner 
of real estate has the right to keep everyone off it. The owner of personal property, 


whether tangible or intangible, may use it to the exclusion of all others. The effect 
of the law preserving and sustaining these exclusions gives the owner a mo- 
nopoly in such “property.” Legal protection extends to more personal monopolies. 
The peculiar and unique talents of a Caruso, an Alda, a Churchill, a Fred Allen, 
are the exclusive property of those persons to do with as they will.° The right of 
a laborer of ordinary skill, and associations of such laborers, have similar protec- 
tions which are individually and collectively, monopolistic rights. Even the status 
of marriage is a monopoly which the law tries valiantly to protect, sometimes to 
the annoyance of the parties concerned. 

These exclusionary, or monopolistic rights, which delimit and define what the 
“property” is are merely a function of their legal protection. As Mr. Justice 
Holmes said in Dupond v. Masland: 


The word property as applied to trade-marks and trade secrets is an unanalyzed ex- 
pression of certain secondary consequences of the primary fact that the law makes some 
rudimentary requirements of good faith.® 


He further described it in Beech-Nut Packing Company v. P. Lorillard Com- 
pany: 
... ina qualified sense the mark is property protected and alienable, although as with 


other property its outline is shown only by the law of torts, of which the right is a 
prophetic summary.” 


5. Lumly v. Gye, 2 El. & BI. 216, 118 Eng. Rep. 749 (1853). 
6. 244 U. S. 100 at 102, 37 S. Ct. 575 (1917). 
7. 273 U. S. 629 at 632, 47 S. Ct. 481 (1927). 
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To delineate what the word “property” means regarding trade-marks and to 
what exclusive or monopolistic rights it gives rise, it is necessary to examine why 
there are trade-marks. Manufacturers and traders use trade-marks because they 
want consumers to recognize and buy their products so that their business may be 
perpetuated. But why does the consuming public encourage and aid manufac- 
turers and traders in obtaining this advantage? Because the members of the 
consuming public are assisted by trade-marks in buying products which they have 
found acceptable and in rejecting those found wanting. Judge Clifford many years 
ago recognized this fact," when he said: 


Equity gives relief in such a case, upon the ground that one man is not allowed to 
offer his goods for sale, representing them to be the manufacture of another trader in the 
same commodity. Suppose the latter has obtained celebrity in his manufacture, he is 
entitled to all the advantages of that celebrity, whether resulting from the greater de- 
mand for his goods or from the higher price the public are willing to give for the article, 
rather than for the goods of the other manufacturer, whose reputation is not so high 
as a manufacturer. 


Judge Tuttle, in one of those utterances usually heard in chambers and too in- 
frequently set forth in an opinion, gave a concrete illustration of both the consumer’s 
and the manufacturer’s interest in a trade-mark.° 


There are many big businesses that have grown up wherein they have taken one little 
thing, one slogan, one name, one designation, one design, and used it for years. For ex- 
ample, the rubber boot cases, in which the little round red spot on the rubber boot came 
to mean a particular maker—I remember my father telling me when a boy that the red 
spot meant that they were good boots, and that they were made by a good concern. That 
little round, red spot on a rubber boot, went on through the years, and, of course, it be- 
came of great value to the manufacturer, and any other manufacturer that would com- 
mence using it would steal some business. 


This elementary analysis of the workings of one part of our distributing system 
is the underlying (though usually the unstated) premise of, and basis in every trade- 
mark decision. Mr. Justice Frankfurter articulates this premise in Mishawake 
Rubber & Woolen Mfg. Co. v. S. S. Kresge Co. His distillate of the function 
of a trade-mark is already classic: 


The protection of trade-marks is the law’s recognition of the psychological function of 
symbols. If it is true that we live by symbols, it is no less true that we purchase goods by 
them. A trade-mark is a merchandising short-cut which induces a purchaser to select 
what he wants, or what he has been led to believe he wants. The owner of a mark ex- 
ploits this human propensity by making every effort to impregnate the atmosphere of the 
market with the drawing power of a congenial symbol. Whatever the means employed, 
the aim is the same—to convey through the mark, in the minds of potential customers, the 
desirability of the commodity upon which it appears. Once this is attained, the trade- 
mark owner has something of value. If another poaches upon the commercial magnetism 
of the symbol he has created, the owner can obtain legal redress.™ 


8. McLean v. Fleming, 96 U. S. 245 at 251 (1878). 

9. James Heddon’s Sons v. Millsite Steel & Wire Works (D.C. Mich. 1940), 35 F. Supp. 
169 at 175, affirmed (C.C.A. 6th, 1942) 128 F. (2d) 6. 
10. 316 U. S. 203, 62 S. Ct. 1022 (1942). 
11. Jd. at 205. 
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What does this commercial symbol, the trade-mark, mean to the public? One 
type of trade-mark may make a consumer think immediately of a particular busi- 
ness organization. The consumer can accept or reject the product from his knowl- 
edge of the quality of that organization’s product. The name “General Electric” 
or “duPont” on a product gives that choice to a consumer. 

The other extreme is whether the trade-mark connotes a product which the 
consumer has found desirable or undesirable, without the consumer thinking about 
the organization which produces it. It would be interesting to know how many 
inveterate cigarette smokers know who makes, “Chesterfields,”’ “Luckies,” “Camels,” 
“Philip Morris,” “Pall Mall” or any of the other brands. Of course, consumers 
know some concerns make each of these brands, but what concern is not important 
to the average consumer. Rather, when a consumer sees one of those trade-marks 
on a product, he can “take it or leave it.’”’ This is the underlying fact to which 
Mr. Justice Frankfurter referred when he said that to the consumer the trade- 
mark means “the desirability of the commodity on which it appears.’”** The ra- 
tionale of this type of symbol is set forth in Manhattan Shirt Co. v. Sarnoff-Irving 
Hat Stores:* 


. .. When the courts speak of the public’s identifying the source of origin, they do not 
mean thereby that the purchasing public can identify the maker by his specific name or 
the place of manufacture by precise location. What they mean by such expression is that 
the purchaser of goods bearing a given label believes that what he buys emanated from 
the source, whatever its name or place from which goods bearing that label have always 
been derived. 

































This symbol represents the manufacturer or trader to the consumer. As Judge 


Learned Hand described it in Yale Electric Corp. v. Robertson: 







. .. His mark is his authentic seal; by it he vouches for the goods which bear it; it 
carries his name for good or ill. If another uses it, he borrows the owner’s reputation, 
whose quality no longer lies within his own control. This is an injury, even though the 
borrower does not tarnish it, or divert any sales by its use; for a reputation, like a face, 
is the symbol of its possessor and creator, and another can use it only as a mask.'® 








Judge Page phrased this differently in Northern Warren Corporation v. Uni- 
versal Cosmetic Co.: 







A trade-mark is but a species of advertising, its purpose being to fix the identity of 
the article and the name of the producer in the minds of the people who see the advertise- 
ment, so that they may afterwards use the knowledge themselves and carry it to others 
having like desires and needs for such article.’® 









12. Mishawaka Rubber & Woolen Manufacturing Co. v. S. S. Kresge Co., 316 U. S. 203 
at 205 (1942), mentioned supra at note 10. 

13. 19 Del. Ch. 151 at 162, 164 A. 246 (1933), affirmed 20 Del. Ch. 455, 180 A. 928 (1934). 

14. See also Schechter, “The Rational Basis of Trade-Mark Protection,” 40 Harv. L. Rev., 
813 at 816 (1927); Judge Learned Hand in Shredded Wheat Co. v. Humphrey Cornell Cou 
(C.C.A. 2d, 1918), 250 F. 960 at 963; Gustavino Co. v. Comerma (D.C. N.Y. 1911), 184 F. 
549 at 550; Powell v. Birmingham Vinegar Brewing Co., 14 Rep. Pat. Cas. 720 at 729 (1897); 
Geo. W. Luft Co. v. Zande Cosmetics Co. (D.C. N.Y. 1942), 48 F.. Supp. 602 at 604, modified 
on other grounds (C.C.A. 2d, 1944) 142 F. (2d) 536, cert. den. (U. S. 1944) 65 S. Ct. 90. 

15. (C.C.A. 2d, 1928) 26 F. (2d) 972 at 974. 
16. (C.C.A. 7th, 1927) 18 F. (2d) 774 at 774. 
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Judge Leibell put it succinctly in Lazar v. Cecelia Co.: 


- 


A trade-mark is merely a protection for good will . . .™ 


If there is no business or good-will, the trade-mark symbolizes nothing and there 
is no reason for its protection."* An attempt to transfer a trade-mark without the 
business which it symbolizes is invalid.” 

When courts and lawyers refer to the protection of a trade-mark, they mean the 
protection of the business and the good will of which the trade-mark is the visible 
or audible representation. The accuracy of the euphemism is indicated by Mr. 
Justice Holmes’ statement in Prestonettes v. Coty. 


. .. A trade-mark only gives the right to prohibit the use of it so far as to protect 
the owner’s good will against the sales of another’s product as his.° 


The business and good will which is given protection deals with certain prod- 
ucts. Protection is limited to those products and “such other goods as might 
naturally be supposed to come from him.’”” Because of this limitation, the Supreme 
Court in American Steel Founderies v. Robertson, authorized the registration of 
“Simplex” as a trade-mark for various parts of brake mechanisms stating: 


The mere fact that one person has adopted and used a trade-mark on his goods does 
not prevent the adoption and use of the same trade-mark by others on articles of a different 
description. There is no property in a trade-mark apart from the business or trade in 
connection with which it is employed.?? 


Another limitation is that the symbol must distinguish its owner’s goods from 
those of his competitors. If the symbol is merely the name or generic term for 
the product or a proper description of it, it does not identify any one person’s 
brand. Failing to distinguish, it is not a trade-mark. Being a name or descrip- 
tion, anyone has the right to use it honestly. The words “Shredded Wheat” are 
not a trade-mark for shredded wheat,” nor is “Linoleum” for that product,™* nor 
“Cellophane” for that product,” nor “Raisin-Bran” for a cereal made of those 
products,” nor “Worcestershire Sauce” for that condiment,” nor “Lackawanna”™ 
for coal from the Lackawanna district. 


17. (D.C. N.Y. 1939) 30 F. Supp. 769 at 771. 

18. Industrial Rayon Corp. v. Dutchess Underwear Corp., (C.C.A. 2d, 1937), 92 F. (2d) 
33. 

19. American Broadcasting Co. v. Wahl Co. (C.C.A. 2d, 1941), 121 F. (2d) 412; Falk v. 
American West Indies Trading Co., 180 N.Y. 445, 73 N.E. 239 (1905). 

20. 264 U. S. 359 at 368, 44 S. Ct. 350 (1924). 

21. L. E. Waterman Co. v. Gordon (C.C.A. 2d, 1934), 72 F. (2d) 272 at 273. 

22. American Steel Foundries v. Robertson, 269 U. S. 372 at 380, 46 S. Ct. 160 (1926). 

23. Kellogg Co. v. National Biscuit Co., 305 U. S. 111, 59 S. Ct. 109 (1938) ; The Canadian 
Shredded Wheat Co., Ld. v. Kellogg Co. of Canada, Ld., 55 Rep. Pat. cas. 125 (1938). 

24. Linoleum Mfg. Co. v. Nairn, 7 Ch. D. 834 (1878). 

25. Du Pont Cellophone Co., Inc. v. Waxed Products Co., Inc. (C. C. A. 2d, 1936), 85 F. 
(2d) 75; 299 U. S. 601, 57 S. Ct. 194 (1936) ; 304 U. S. 575, 58 S. Ct. 1047 (1938) ; 305 U. S. 
672, 59 S. Ct. 227 (1938); E. J. du Pont de Nemours & Co. v. Sylvania Industrial Corp. 
(C. C. A. 4th, 1941), 122 F. (2d) 400. 

26. Skinner Mfg. Co. v. Kellogg Sales Co. (D. C. Neb. 1943), 52 F. Supp. 432 Aff’d (C. C. A. 
8th, 1944) 143 F. 2d) 895. 

27. Lea v. Deakin, 15 Fed. Cas. No. 8154, p. 95 (1879). 

28. Delaware & Hudson Canal Co. v. Clark, 13 Wall. (80 U. S.) 311 (1871). 
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A trade-mark owner is further limited to protection in the territory in which 
his product is known. Where two people have used the same trade-mark on 
similar goods in widely separated territories, and have honestly built up their 
separate businesses, each owns the mark in the territory he occupies.” Neither 
can stop the other in the other’s territory, and either can stop an invasion of his 
territory by the other or by a third person.” In the Rectanus case, the prior user, 
had sold a product with the trade-mark “Rex” in the New England states. The 
defendant, without knowledge of this use, had sold a similar product with the 
same trade-mark in Kentucky. The court held that, unlike a patent or a copy- 
right “to either of which, in truth it has little or no analogy,” the trade-mark 
right related only to the business in which it was employed. The business being 
in New England, plaintiff had no right in Kentucky, for “the mark means one 
thing in one market, an entirely different thing in another.”” 

The territorial limitation is not confined to states, or areas of this country, but 
the limitation may be between country and country. In Bourjois & Co. v. Katzel* 
the French manufacturer of “Bourjois” (and other) face powders had a market 
in this country. It transferred its business, including its good-will and trade- 
marks, in this country to plaintiff, and plaintiff imported the powder from France, 
packaged it for the American trade, and was successful in developing the market 
in this country. Defendant bought the same powder in France, imported it in the 
French packages and sold it as “Bourjois.” The court held that the French manu- 
facturer was prevented, by its contract with the plaintiff, from using these trade- 
marks in the United States and defendant had no greater rights than her vendor. 
In addition, the fact was that in the United States, these trade-marks meant the 
plaintiff. Mr. Justice Holmes stated: 


It is said that the trade-mark here is that of the French house and truly indicates 
the origin of the goods. But that is not accurate. It is the trade-mark of the plaintiff 
only in the United States and indicates in law, and, it is found, by public understanding, 
that the goods come from the plaintiff although not made by it.** 


The legal redress available to a trade-mark owner is either damages in a law 
action or an injunction and profits in an equity suit, or both; more generally in these 
days, both forms of relief are granted in a modern civil action. He must plead and 
prove a good trade-mark, that the defendant has used it or one similar to it, and 
that he has been damaged by the defendant’s conduct. He is subject to the above 
limitations and the usual legal and equitable defenses. The theory of the proceed- 
ing, whether under the common-law action for deceit or the equitable suit against 
fraud, is that the public has been or may be deceived or confused by defendant’s 
actions to the plaintiff’s detriment; that the infringer is taking away or may likely 
take away some of his competitor’s customers by misrepresentation. The test is 


29. Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, 36 S. Ct. 357 (1916) ; United Drug 
Co. v. Rectanus, 248 U. S. 90, 39 S. Ct. 48 (1918). 

30. Esso, Inc., v. Standard Oil Co. (C. C. A. 8th, 1938), 98 F. (2d) 1. 

31. United Drug Co. v. Rectanus, 248 U. S. 90 at 97 (1918). 

32. Id. at 100. 

33. 260 U. S. 689, 43 S. Ct. 244 (1923). 

34. Id. at 692. 
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whether some of the prospective purchasers are likely to be deceived or confused into 
buying defendant’s product when they want plaintiff’s product.®* 


Monopoly and Trade-Marks 


With this brief introduction to a very large body of law, we may examine the 
monopoly aspects of a trade-mark. A trade-mark symbolizes the good will of a 
business. Good will is protected by law and consequently is what we know as prop- 
erty, just as the factory, machinery, raw materials and finished goods are legally pro- 
tected and therefore are property. Others than the owner are excluded from the 
use of real and personal property and in that sense, a “monopoly” exists. In fact, 
most rights which the law protects are in the sense monopolies. 

To call these legally protected rights “monopolies” is to give an entirely new 
meaning to that term as it is used in our law. It characterizes a set of rights with 
a stigma objectionable since Jacobean times. Judge Frank seeks to avoid this emo- 


tionalism in his analysis of trade-marks in Eastern Wine Corp. v. Winslow-Warren, 
Ltd., Inc.: 


There are some persons, infected with monopoly-phobia, who shudder in the pres- 
ence of any monopoly.*® 


In the sense, then, that any exclusive right is a “monopoly,” a trade-mark is a 
monopoly. Judge Frank calls it a “monopoly in trade-names” and ‘“name-monopo- 
lies.”** Judge Frank’s opinion in the Eastern Wine case is an interesting examina- 
tion of fundamentals from the viewpoint of judicial theory. His basic analysis 
should be thought over in examining the theory of trade-marks and their protec- 
tion. He says: 


The protection of such monopolies in names seems, then, to rest on the social interest 
in protecting primarily, not the consumer, but the businessman who has gained a strategic 
advantage, through building up of good-will, against unfair practices by competitors who 
desire to poach on that good-will. The public interest, from that point of view, is pri- 
marily in the preservation of honesty and fair dealing in business and in procuring “the 
security of the fruits of individual enterprise.”’** 

To put the matter differently, there is a basic public policy, deep-rooted in our 
economy and respected by the courts, resting on the assumption that social welfare is 
best advanced by free competition, with the consequence that competition affords a 
privilege to do acts, resulting in financial harm to another person, which would be ac- 
tionable in the absence of that privileged kind of activity; this privilege, as Holmes 
said, “rests on the economic postulate that free competition is worth more to society 
than it costs, and that on this ground the infliction of the damage is privileged.” 


Judge Frank’s comments are one juridical synthesis of the basis of trade-mark 
protection. They are of necessity bottomed upon the unstated every day facts in 
our distributive system. The usual judicial approach to the protection of the public 


35. Vulcan v. Myers, 139 N. Y. 364 at 367 (1893). 
36. (C. C. A. 2d, 1943) 137 F. (2d) 955 at 958. 

37. Id. at 959. 

38. Id. at 958. 

39. Id. at 958. 
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and of the trade-mark owner is more empiric. Judge Anderson’s opinion in General 
Baking Co. v. Gorman illustrates this view where he said: 


It should never be overlooked that trade-mark and unfair competition cases are 
affected with a public interest. A dealer’s good will is protected, not merely for his 
profit, but in order that the purchasing public may not be enticed into buying A’s product 
when it wants B’s product. In meritorious cases of this kind, the plaintiff is acting, 
not only in his own interest, but in the public interest. The situation is radically different 
from that which arises in cases of alleged infringement of a copyright or a patent, under 
which the rights originate in a monopoly grant from the government. The existence and 
extent of such monopolies are therefore, except as they reward and thus promote in- 
genuity, adverse to the rights of the purchasing or using public. In one aspect, the al- 
leged infringer of a copyright or of a patent is in a fight for the public interest—to make 
a free and open field. But unfair competition—of which trade-mark infringement is 
but a part (United Drug Co. v. Rectanus Co., 248 U. S. 90, 97, 39 S. Ct. 48, 63 L. Ed. 
141)—is, broadly speaking, grounded on the right of both dealer and purchasing public 
to be protected from frauds of which both are victims. Dadirrian v. Yacubian, 98 F. 
872, 876, 39 C.C.A. 321. In these cases, the infringer works a fraud upon dealer and cus- 
tomer alike; his palming off is piracy pure and simple.” 


Upon analysis of the facts underlying the use and protection of trade-marks, 
trade-marks are not monopolies in any objectionable sense nor are they restraints 
of competition. They are the essence of competition. Their purpose and effect 
is to distinguish competitive goods. If there is no competitive product, the basic 
need for a trade-mark disappears, because there is no reason to distinguish one 
product from another. When only one product exists, there is no “customer,” 
there is only a “consumer.” The consumer takes it or does without. He has no 
choice. 


Anti-Trust Matters 


To support their contentions that trade-marks have monopolistic results, Messrs. 
Borchard, Diggins and Hall assume their conclusion by adopting the premise, erro- 
neous both in fact and in law, that trade-marks are monopolies in the invidious, anti- 
trust sense. They claim that trade-marks cause, or are effective in, creating or 
maintaining restraints of competition through tying agreements, trade associations, 
patent monopolies and those various arrangements frequently called cartels. 

Two decisions on tying agreements are referred to. In United Shoe Machinery 
Corp. v. United States,“ the Supreme Court held that the tying agreements vio- 
lated the Anti-Trust Laws, but upheld an agreement requiring a lessee to obtain 
repair parts for delicate and complicated machines only from the lessor-manufac- 
turer. No reference whatever was made to trade-marks. 

In Pick Mfg. Co. v. General Motors Corp.” the Court likewise upheld an agree- 
ment whereby defendant’s dealers agreed to buy repair parts for General Motors’ 
cars solely from that corporation. The only reference to trade-marks was to indi- 
cate the particular brand of automobile to which the agreement related. 

No reference was made by the authors of the prior articles to the concurrent 


40. (C. C. A. Ist, 1925) 3 F. (2d) 891 at 893. 
41. 258 U. S. 451, 42 S. Ct. 363 (1922, affirming (D. C. Mo. 1920) 264 F. 138. 
42. 299 U. S. 3, 57 St. Ct. 1 (1936), affirming (C. C. A. 7th, 1935) 80 F. (2d) 641. 
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Pick cases, under the same title.** Pick had been placing General Motors’ trade- 
marks upon Pick products and was of course enjoined. 

Mr. Borchard refers to an instance of a trade association using a trade-mark as 
part of a scheme of creating a monopoly. The alleged misuse of the trade-mark was 
a minor incident in the whole matter. Of course, the improper use of a trade-mark 
is always subject to judicial scrutiny and correction, just as any other legally en- 
forceable right, whether in land or tangible personal property. The fact that only 
one alleged misuse of a trade-mark by a trade association is cited indicates that this 
matter is not a problem. 

Where there are patent rights, the exclusive right to make, use and vend arises 
from the patent. The presence or absence of a trade-mark on the product does not 
change the exclusive right which the patent law gives. When a trade-mark is 
affixed to a patented product, the nature of the trade-mark does not change. The 
general rule applies that a word claimed to be a trade-mark but which is or becomes 
the generic name of the product is not a trade-mark and may not be protected.“ 
As a matter of fact, upon the expiration of a patent, all exclusive rights in the product 
cease, and what is claimed to be a trade-mark may have lost that character by be- 
coming the descriptive name of the patented thing. On the other hand, if a word, 
on the termination of the patent exclusion means the producer, as distinguished 
from the product, it does not go into the public domain. What the term means is 
a question of fact. If it indicates origin it is a trade-mark and entitled to full pro- 
tection.*° 

The pending litigation concerning General Electric, and “Mazda” lamps, is cited 
to show how a trade-mark confers a monopoly of product. It proves just the op- 
posite. Mr. Borchard points out the source of the “monopoly” where he says: 


. .. The domination of the industry by General Electric was first secured through the 
ownership of the “Edison” patents, but has later been continued through a series of 
restrictive agreements based on certain other patents.*® 


Undoubtedly, the trade-mark “Mazda” has assisted General Electric in selling 
its lamps. That is the purpose of a trade-mark. If competing manufacturers can- 
not win public acceptance for their products, they have not succeeded in presenting 


to the public a better lamp. To argue the contrary would imply that American con- 
sumers are fools. 


Mr. Diggins argues that cancellation of all General Electric’s patents on lamps 
would be ineffective to end General Electric’s “monopoly” on lamps. He must 
therefore assume that General Electric’s competitors would not only cease com- 


43. (C. C. A. 7th, 1935) 80 F. (2d) 638. 

44. See Singer Mfg. Co. v. June Mfg. Co., 163 U. S. 169, 16 S. Ct. 1002 (1896); notes 23 
to 28 supra; Greenberg, “The Effect of Patent Expiration on Trade-Mark Rights,” 25 J. Pat. 
Off. Soc. 564 at 578 (1943) ; also published in 34 T.-M. Rep., Pt. 1, pp. 3, 19, 39 (1944). 

45. President Suspender Co. v. Macwilliam (C. C. A. 2d, 1916), 238 F. 159; see Derenberg, 
“Trade-Mark Protection and Unfair Trading,” § 55, p. 619 et seq. (1936). 

46. Borchard, “Are Trade-Marks an Anti-Trust Problem?” 31 Georgetown L. J., 245 at 253 
(1943). An action is or was pending between the Government and General Electric. The writer 
is not familiar with it, so assumes as fact for the purposes of this article the statements made 


by Messrs. Borchard and Diggins in their articles. The same applies to the Merck matter re- 
fered to infra. 
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peting but would refuse to use the art disclosed in General Electric’s patents. From 
observation of the genus business man, it is submitted that this is an unwise assump- 
tion. 

Mr. Diggins complains that various companies sell lamps in different countries 
of the world to the exclusion of one another, and blames this state of affairs on trade- 
marks. He aserts that trade-marks create and support a division of territories. On 
the contrary, it is the division of territories and the fact that laws do not operate 
outside the sovereignty making them which cause a division of trade-marks. We do 
not yet live in “One World.” 

The protection of a trade-mark depends upon the law of the state or nation 
where it exists. The judicial recognition of trade-marks is coterminous with the 
jurisdiction of the court, unless one jurisdiction by way of comity recognizes and 
protects rights in another jurisdiction. In the United States, a trade-mark is 
founded upon, recognized and protected by the law of the respective states.” The 
same applies as between nations.** A trade-mark confers no extra-territorial juris- 
diction. 

If a particular trade-mark exists in each nation of the world, the various 
separate trade-mark rights may be held in the following three ways:—they may 
be unified in one concern by outright ownership, stock control or contract; they 
may be separately held by different concerns in contractual relations with each 
other; or they may be held by antagonistic organizations with no relationship 
among them. Criticism is directed only to the second type. But it is inherent 
in the system of political and jurisdictional division of territories that different 
concerns hold rights in different territorial divisions. The presence or absence of 
contractual relations does not affect the existence of trade-mark rights. The 
criticism is directed to the sovereignty of nations, not to trade-marks. 

Whether one organization or several separate concerns own the various trade- 
mark rights in different countries of the world is not the means of determining 
whether or not there is a monopoly of product within the Anti-Trust Laws. One 
concern doing business in every country in the world may have such a monopoly. 
If such a monopoly existed, it would most likely stem from some patent rights. 
Separate concerns owning trade-mark rights to the same mark in various coun- 
tries usually have competition. If they do not, it is likely because of patent 
rights, but not because of the trade-mark rights. In the “Mazda” illustration, differ- 
ent concerns own the trade-mark rights in India, China, and Japan. Mr. Diggins’ 
claim merely is that this division gives to “each preferential position in his own 
markets.”® He points out that there is competition under other trade-marks by 
the concerns in these markets. An examination of this “preferential position” 


47. Mr. Justice Holmes, concurring in Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, 
at 424 (1916) ; Socony-Vacuum Oil Co., Inc. v. Oil City Refineries, Inc., (C. C. A. 6th, 1943) 
136 F. (2d) 470. 

48. Bourjois & Co. v. Katzel, 260 U. S. 689 (1923). 

49. See Geo. W. Luft Co., Inc. v. Zande Cosmetic Co., Inc. (C. C. A. 2d, 1944), 143 
F. (2d) 536, cert. den. (U. S. 1944) 65 S. Ct. 90; Hecker H-O Co. v. Holland Food Corp. 
(C. C. A. 2d, 1929), 36 F. (2d) 767; City of Carlsbad v. Kutnow (N. Y. D. C. 1895), 68 F. 794. 

50. Diggins, “Trade-Marks and Restraints of Trade,” 32 Georgetown L. J., 113 at 124 
(1944). 
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would undoubtedly indicate that purchasers in those countries prefer the product 
sold under the “Mazda” trade-mark to other competing lamps. The argument 
breaks down because it confuses the shadow with the substance,—it makes an un- 
warranted assumption in default of relying on the facts. 

Another patent situation concerns Rohm & Haas, both American and German, 
and certain plastics sold under the designation “Plexiglas.” The German company 
developed the particular plastics and the covering patents. When the patents were 
assigned to the American company, the “Plexiglas” trade-mark was also assigned. 
Here, again, the “monopoly” arose out of the patent rights, for anyone can manu- 
facture and sell the product upon the termination of the patents. This litigation 
terminated in a consent decree. When the matter was later aired before a Senate 
committee,” it was the patent and other non-trade-mark matters which were dis- 
cussed. In the three hundred odd pages of the hearings, no mention was made of 
the trade-mark assignments. 

The other examples where patents were involved break down into the same 
analysis; namely, whatever “monopoly” of product or restraint of trade occurred, 
or is alleged to have occurred, arose out of the patent rights or other matters not 
connected with trade-marks. 

The restrictions placed on manufacture by patent rights is best illustrated where 
they were not a factor. Ina so-called “cartel” situation, the matter of the American 
and German Merck companies, Mr. Diggins points out that many of the products 
made and sold by Merck were not covered by patents. The reasoning is that the 
“Merck” trade-mark gives a monopoly of product. Merck has many competitors 
in the manufacture and sale of chemicals and pharmaceuticals. It would be interest- 
ing to see, and hear, the reaction of the officers and salesmen of these competitors 
if they were told that they could not compete with Merck. Whatever the violations 
of whatever laws Merck is averred to have committed, the public is not prevented 
from getting chemical and pharmaceutical products from either Merck or its many 
competitors. The only true analogy is that Liggett & Myers is a monopoly because 
no one else sells “Chesterfield” cigarettes. It seems doubtful that the public or the 
makers of “Luckies,” “Camels” or the other cigarettes think that Liggett & Myers 
has a cigarette monopoly. 

The further Messrs. Borchard and Diggins go in trying to prove that trade- 
marks are restraints of trade and are used in violation of the Anti-Trust Laws, the 
clearer it appears that they can only prove the opposite. Mr. Borchard, with ad- 
mirable candor, recognizes that trade-marks are not anti-trust problems, for he says: 


. . . To what extent trade-marks might be used in this connection remains to be 
seen.®? 


The American business man is not lacking in ingenuity. There are a great many 
anti-trust decisions on the books, where intentionally or not, business men have 
engaged in practices which have run afoul of the law. The plethora of reported 


51. S. Hearings on S. 2303, 78th Cong., Ist sess., Pt. 2, April 20-25, 1942 (Committee on 
Patents). 

52. Borchard, “Are Trade-Marks an Anti-Trust Problem?” 31 Georgetown L. J., 245 at 247 
(1944). 
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trade-mark and unfair competition cases testify to attempts to engage in unfair 
methods of doing business. The Federal Trade Commission is not unfamiliar with 
such attempts. After more than fifty years experience with the Anti-Trust Laws, 
if trade-marks were an anti-trust problem, there would likely be some evidence of it. 
The absence of such decisions is the strongest proof that trade-marks are properly 
well outside the ever-increasing jurisdiction of the Anti-Trust Division. 


Conclusion 


The courts, state and federal, instructed by the Bar, have to a very large extent 
created and developed the law of trade-marks. The nature of a trade-mark case 
virtually forces one side to present the position of the public. In many cases, both 
counsel perforce must point out the effect upon the public of either side’s contention. 
No judge can properly decide a trade-mark case without weighing the public’s in- 
terest. The public’s immediate interest is summarized by Victor Herbert’s tune 
“For I Want What I Want When I Want It,” and the judge wants to know what 
is “in the customer’s mind.”* 

For well over a hundred years, American courts have been protecting the public 
in trade-mark cases There are erroneous decisions in the reports, for neither Bench 
nor Bar is more than human On the whole the public has been amply protected. 
If it had not been, there would have been some discernible public clamor. When 
the nature of trade-mark rights is comprehended, it is easy to understand why the 
public is satisfied with the protection afforded to it and to manufacturers and sellers 


by the courts and why the public has encouraged distribution of products by that 
convenient symbol of good will, the trade-mark. 


TRADE SLOGANS 


In accordance with our custom, we published below a trade slogan in use by one 
of our members, with a view to placing on record the member's claim thereto. This 
service is rendered without charge to all regular members of the Association: 


“Living Face Makeup and Living Face Cosmetics by Marinello” .... Sales Affiliates, Inc. 


53. Judge A. N. Hand in du Pont Cellophane Co., Inc. v. Waxed Products Co., Inc. (C. C. A. 
2d, 1936), 85 F. (2d) 75 at 81. 








